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Docket No.: 4481-022 



IN 



THE UNITED STATES PATENT AND TRADEMARK OFFICE 



In re Application of 
Manfred BERNDT 
Serial No. 09/598,890 
Filed: June 22, 2000 
For: SUPPLY ELEMENT FOR A LABORATORY MICROCHIP 



Group Art Unit: 1743 
Examiner: Brian Gordon 



TC 1700 



PT-nwr rw f TNTVF.R 37 CFR 1.14 * TO REVIEW AND 
wrf^i^TiMP^O^ RESTB^ON REQUIREMENT 



Commissioner for Patents 

P O. Box 1450 

Alexandria, VA 22313-1450 

Sir: 



The above-captioned application initially had apparatus claims. Method claims 32-46 
and 51-55 were added by the October 25, 2002 Supplemental Amendment and January 8, 2003 
Second Supplemental Amendment. 

In the January 14, 2003 Final Office Action, the Examiner withdrew the added method 
claims 32-16 and 51-55 from consideration as being directed to an invention that is independent 
or distinct from the invention originally claims for the reason that the method does not reou.re 
the specific identical structure of the apparatus claims. Specifically, the Examiner argued that 
the method does not require that the first and second supplier be an element of the microcrnp and 
36/12/2003 Ml fluprwr therefore the first and second supplier can be any elements such as a pipette, dropper, or any 
36/12/8003 NLflWipc 00000002 09598890 

c r . 1JCft other means. 

• hU1460 130.00 OP 

in response thereto, and Amendment After Final was submitted to the U.S. Patent and 
Trademark Office on May 14, 2003. In that Amendment After Final, the method claims were 
amended to know specifically recite that the first and second supplier were elements of the 
.icrochip. Accordingly, as argued in the aforementioned May 14. 2003 Amendment After 
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Serial No- 09/598,890 

Final the method claims have been amended so as to now be fully commensurate with the 
apparatus Cairns and accordingly, it is respectfully request that these chim. be considered along 
with Ihe apparatus claims. 

,„ response to the May 14, 2003 Amendment After Final, an Advisory Action was 
issued on May 27, 2003. In that Advisory Action, the Amendment After Final was not entered 
as raising new issues that would require further consideration and/or search and as not p.ac,ng 
the applied in a better form for appea. by rnateriaUy reducing or simplifying the issues for 
appeal. More specifically, win, regard to claims 32-46 and 5 1-55, the Examiner argued tha, t e 
dims have no, previously been considered and now any consideration of the clauus would 
require the consideration of methods not previously searched. 

ln view of the above, it is respectfully requested that the Exatninefs withdrawal of 
method claims 32-46 and 5 1 -55 from consideration be reversed for the following reasons: 

The added method claims corresponded to the appanuus claims. In response to the 
Examined arguments with regard „ the firs, and second supplier not being elements o the 
microchip, the method claims were revised by the May 14, 2003 Amendment After Final so^as 
„ now recite tha, the to. and second supplier are elements of the m.croch.p, thereby 
overcoming me Examiner's reason for wiftdrawing me,hod claims 32-46 and 5,-55 from 
consideration. 

Since amended method claims 32-46 and 51-55 are fully commensurate with the 
previously searched appals claims. » is submit that, contrary to ft. examines arguments, 
no new consideration of methods no, previously searched are needed. 

The Examiner, in the May 27, 2003 Advisory Action, correctly noted that there were 
Cerical errors in the presentanon of the ma*ed up amended claims. A Substitute Amendment 
After Final will be submitted shor*. The Subsume Amendment After Final w,n correspond 
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Serial No. 09/598,890 

identic^ «o *e p»i«ty Amendment A«er U but with the fa**-** cteHca, 

errors corrected. 

Since the specific for wiping method claims 32-46 and 5,-55 has been 

overcome by the revisions .0 these Cairns contained within the Amendment After Fl-I and 
L, as JL. above, it is submit that no new consideration of rnethods not ptevous 

are needed, it is tespectfu,* jested that the Examiner, withdrawa, of method 
claims 32-1* and 5 1 -55 from consideration be reversed. 

To the extent necessary, please charge any shortage in fee due in connection with this 
tiling to Deposit Account No. 07-1337 and please crcdh any excess fees to such depos, 

account. 

Respectfully submitted, 

LOWE HAUPTMAN jmMAN & BERNER, LLP 




[ HILMAN& 



Hprfry M-Zykorie 
Registration No. 27,477 



Date: June 6, 2003 

1700 Diagonal Road, Suite 300 

Alexandria, Virginia 223 14 

(703) 684-1111 

(703) 518-5499 Facsimile 

AML:HMZ:sbs 



CERTIFICATION OF FACSIMILE TRANSMISSION 
I HFRFBY CERTIFY THAT THIS PAPER IS BEING FACSIMI- 
LE TRANSMITTED TO THE PATENT AND TRADEMARK OFFICE 
ON THE DATE SHOWN BELOW 

TYPE PRINT NAME OF PERSON SIGNING CERTIFICATION 

SIGNATURE DATE 



3 



